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Docket No. P-5474-D1-C1-C1 RECEIVED 

OEMTRAL FAX CENTER 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE ^ ^ q ^ 

In re patent application of Michael J . Sullivan et al. 
Serial No.: 10/077,148 Examiner: R. Gorden 

Filing Date: February 15, 2002 Group Art Unit: 3711 

For: GOLF BALL WITH SOFT CORE 

Mail Stop AF 
Commissioner for Patents 
p. O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

APPEAL BRIEF UNDER 37 C.F.R. § 1.192 

This Appeal Brief is in furtherance of the Notice of Appeal that was filed for the 
above-referenced application on My 15, 2004. 

The fees required under § 1 . 17, and any required petition for extension of time 
for filing this brief and fees therefor, are dealt with in the accompanying Fee 
Transmittal. 

Appellant files herewith an Appeal Brief in connection with the above-identified 
application, wherein claims 38 to 42, 44 to 49 and 51 to 57 were finally rejected in the 
Office Action of April 20, 2004. What follows is Appellant's Appeal Brief in 
accordance with 37 C.F.R. § 1.192(a). 
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L REAL PARTY IN INTEREST (37 C.F.R. § 1.192(c)(1)) 

The real parties in interest in this appeal are the inventors named in the 
caption of this brief (Michael J. Sullivan et al.) and the assignee, Callaway Golf 
Company. 

H PFT ATRD A PPEALS AND INTERFERENCES (37 C.F .R. 6 1.192(c)(2)) 
Currently, it is believed that there are no other appeals or interferences 
in process or pending before the U.S. Patent and Trademark Office from which 
the present application bases its priority, or any case which bases its priority 
upon the present application, that will directly affect or be affected by or have a 
bearing on the Board's decision in this Appeal, 
m. STATUS OF CLAIMS (37 C.F.R. § 1.192(c)(3)) 

The status of claims set forth after the Final Office Action mailed April 
20, 2004 and the Advisory Action mailed July 14, 2004 was, and is, as follows: 
Allowed claims*, none 

Rejected claims: 38 to 42, 44 to 49 and 51 to 57 
The present appeal is directed specifically to claims 38 to 42, 44 to 49 
and 51 to 57. 

IV . STATUS OF AMENDMENTS (37 C.F.R. § 1.192(c)(4)) 

In the Final Office Action of April 20, 2004, claims 38 to 42, 44 to 49 
and 51 to 57 were rejected under 35 U.S.C. § 102(e) as anticipated by, or in ihe 
alternative, under 35 U.S.C. § 103(a) as obvious over Yamagishi et al. 

(5,779,563). 

There are no unentered amendments. 

V. SUMMARY OF THE INVENTIO N (37 C.F.R, 8 1.192(c)(5)) 

The present invention is directed to a golf ball comprising: a solid core, 
wherein the core has a PGA compression of 55 or less; a cover comprising an 
inner cover layer and an outer cover layer, wherein the inner cover layer 
comprises an ionomer resin and the outer cover layer comprises a polyurethane 
and wherein outer cover layer has a Shore D hardness of about 58 or more; the 
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ball having a PGA compression of 80 or less and a coefficient of restitution of at 
least 0.780 (claim 38), The present invention is also directed to a golf ball 
comprising: a solid polybutadiene core, wherein the core has a PGA 
compression of 55 or less; an outer polyurethane cover layer having a Shore D 
hardness of about 58 or more; the ball having a PGA compression of 80 or less 
and a coefficient of restitution of at least 0.780 (claim 47). The present 
invention is also directed to a golf ball comprising: a solid polybutadiene core, 
wherein the core has a PGA compression of 55 or less; a cover comprising an 
inner cover layer and an outer cover layer, wherein the inner cover layer 
comprises an ionomer resin and the outer cover layer comprises a polyurethane 
and wherein outer cover layer has a Shore D hardness of about 58 or more; the 
ball having a PGA compression of 80 or less and a coefficient of restitution of at 
least 0.780 (claim 53). 

VI. ISSUES (37 C.F.R. § 1.192(c)(6)) 

Whether claims 38 to 42, 44 to 49 and 51 to 57 are anticipated under 35 
U.S.C. § 102(e) by, or in the alternative, obvious under 35 U.S.C. § 103(a) 
over Yamagishi et al. (5,779,563). 

VH. GROUPING OF CLAIMS (37 C.F.R. § 1.192(c)(7)) 

Claims 38 to 42, 44 to 49 and 51 to 57 are pending, and are grouped as 
follows: 

Claim 38 claims a golf ball comprising: a solid core, wherein the core 
has a PGA compression of 55 or less; a cover comprising an inner cover layer 
and an outer cover layer, wherein the inner cover layer comprises an ionomer 
resin and the outer cover layer comprises a polyurethane and wherein outer 
cover layer has a Shore D hardness of about 58 or more; the ball having a PGA 
compression of 80 or less and a coefficient of restitution of at least 0.780. 
Claims 39 to 42 and 44 to 46 depend from claim 38 and claim additional 
limitations. Claims 38 to 42 and 44 to 46 stand or fall together. 

Claim 47 claims a golf ball comprising: a solid polybutadiene core, 
wherein the core has a PGA compression of 55 or less; an outer polyurethane 
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cover layer having a Shore D hardness of about 58 or more; the ball having a 
PGA compression of 80 or less and a coefficient of restitution of at least 0.780. 
Claims 48, 49, 51 and 52 depend from claim 47 and claim additional 
limitations. Claims 47 to 49, 51 and 52 siand or fall together. 

Claim 53 claims a golf ball comprising: a solid polybutadiene core, 
wherein the core has a PGA compression of 55 or less; a cover comprising an 
inner cover layer and an outer cover layer, wherein the inner cover layer 
comprises an ionomer resin and the outer cover layer comprises a polyurethane 
and wherein outer cover layer has a Shore D hardness of about 58 or more; the 
ball having a PGA compression of 80 or less and a coefficient of restitution of at 
least 0.780. Claims 54 to 57 depend from claim 53 and claim additional 
limitations. Claims 53 to 57 stand or fall together. 
VTH. ARGUMENTS (37 C.F.R. § 1.192(c)(8)) 

The Examiner's rejection of claims 38 to 42, 44 to 49 and 51 to 57 as 
anticipated under 35 U.S.C. § 102(e) by, or in the alternative, obvious 
under 35 U.S.C. § 103(a) over Yamagishi et al. (5,779,563) is erroneous and 
must be reversed. 

The Examiner has rejected claims 38 to 42, 44 to 49 and 51 to 57 as 
being anticipated under 35 U.S.C. § 102(e) by, or in the alternative, obvious 
under 35 U.S.C. § 103(a) over Yamagishi et al. (5,779,563). The basis for the 
Examiner's rejection is as follows: 

Claims 38-42, 44-49 and 51-57 are rejected under 35 
U.S.C. 102(e) as anticipated by or, in the alternative, under 
U.S.C. 103(a) as obvious over Yamagishi et al (5,779,563). 
Regarding claim 38, Yamagishi discloses a golf ball comprising a 
solid core, an inner cover layer and an outer cover layer 
(abstract). The inner cover layer is made from Himilan, a well- 
known trade name for ionomer resins (table 4, col 9). The outer 
cover layer is made from polyurethane and has a Shore D 
hardness from 40 to 68 (col 4, lines 5-16; table 2). With respect 
to the core PGA compression, applicant discloses the conversion 
of deformation to PGA compression (spec pages 19-20), The 
PGA scale is from 0 to 200. For every one thousandth of an inch 
(0.001) a ball deflects one point is deducted from 200. 



P. 6/13 
P-5474-D1-C1-C1 



4 

PAGE 6/13 1 RCVD AT 8/20/20M 4:21 :02 PM [Eastern Daylight Time] * SVRiUSPTO-EFXRMO * DNIS:8729306 ' CSID:41 332Z2575 ' DURATION (mn>ss):06-06 



RUG 20 '04' 03:29PM PATENT DEPT P. 7/13 

10/077,148 P-547«^1-C1 



Yamagishi discloses a core deflection from 2 to 5 mm or 0.079 to 
0. 197 inch, which converts to a core PGA compression from 3 to 
121 . Regarding claim 40, Yamagishi discloses the ball has a 
diameter of 42.7 mm or 1.68 inches (table 4). Regarding claim 
42, the outer cover layer has a Shore D hardness of 40 to 68 (col 
4, line 7). Regarding claims 44 and 45, the outer cover layer has 
a thickness of 0.3 to 2.5 mm or 0.01 to 0.098 inch (col 4, lines 
35-37). Regarding claim 47, the solid core is made from a 
polybutadiene (col 3, lines 2-7). The outer cover layer is made 
from polyurethane and has a Shore D hardness of 40 to 68 (col 4, 
lines 5-16). With respect to the core PGA compressions, 
applicant discloses the conversion of deformation to PGA 
compression (spec pages 19-20). The PGA scale is from 0 to 
200. For every one thousandth of an inch (0.001) a ball deflects 
one point is deducted from 200. Yamagishi discloses a core 
deflection from 2 to 5 mm or 0.079 to 0.197 inch, which converts 
to a core PGA compression from 3 to 121. Regarding claims 51 
and 52, the Examiner stated that the outer cover layer has a 
thickness of 0.3 to 2.5 mm or 0.01 to 0.098 inch (col 4, lines 35- 
37). Regarding claim 53, the solid core is made from a 
polybutadiene (col 3, lines 2-7). The inner cover layer is made 
from Himilan, a well-known trade name for ionomer resins (table 
4, col 9). The outer cover layer is made from polyurethane and 
has a Shore D hardness from 40 to 68 (col 4, lines 5-16). With 
respect to core PGA compression, applicant discloses the 
conversion of deformation to PGA compression (spec pages 19- 
20). The PGA scale is from 0 to 200. For every one thousandth 
of an inch (0.001) a ball deflects one point is deducted from 200. 
Yamagishi discloses a core deflection from 2 to 5 mm or 0.079 to 
0.197 inch, which converts to a core PGA compression from 3 to 
12 1 Regarding claim 55 , the ball has a diameter of 42.7 mm or 
1.68 inches (table 4). Regarding claims 38, 39, 41, 48, 54 and 
56 applicant claims PGA ball compression and coefficient of 
restitution, the properties will be overlap the properties of 
Yamagishi . Yamagishi discloses a solid golf ball comprising a 
polybutadiene core, an ionomeric inner cover and a polyurethane 
outer cover. Applicant claims the same materials disclosed by 
Yamagishi for each layer. Furthermore, although Yamagishi is 
silent to the properties one skilled in the golf ball art is aware that 
nearly all golf balls have a PGA compression between 70 and 
100 Golf balls outside this range are usually discarded. Golf 
balls with a very low PGA compression are too soft for use and 
golf ball with a very high PGA compression are too hard. The 
coefficient of restitution (COR) also has a common range in die 
golfing art between 0.7 and 0.8. Golf balls do not have low COR 
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values because the collision between the ball and club would not 
be satisfactory and would not give the ball proper initial velocity. 
In regards to claims 46, 49 and 57, Yamagishi discloses 
applicant's invention therefore the performance features such as 
mechanical impedance will also be the same as applicant's. One 
of ordinary skill in the art would have modified Yamagishi to 
achieve the optimal initial velocity and spin of the golf ball. 

(See Office Action of April 20, 2004 pp. 2-4.) 

A, The Examiner's Cited Reference 

U.S. Patent No. 5,779,563 to Yamagishi discloses a golf ball 
with a multi-layer cover, wherein the outer cover layer has a higher 
specific gravity than the core and inner cover layer, and the ball has an 
inertia moment within a certain range. 

B. The Subject Matter of Claims 38 to 42. 44 to 49 and 51 to 57 are 
Patentable Distinguishable Over the Cited Art 

Claims 38 to 42, 44 to 49 and 51 to 57 are not anticipated by, or 
obvious over Yamagishi et al. 

Appellant respectfully disagrees with the Examiner and submits 
that Yamagishi neither anticipates nor renders obvious Appellant's 
invention. Independent claims 38, 47 and 53 each claim a golf ball with 
a core having a PGA compression of 55 or less. The golf ball has a 
PGA compression of 80 or less. Appellant respectfully submits that 
Yamagishi et al. does not disclose a golf ball with a core having a PGA 
compression of 55 or less or where the golf ball has a PGA compression 
of 80 or less, nor does Yamagishi et al. provide any suggestion or 
teaching to make a golf ball with the PGA compression of Appellant's 
golf balls. Appellant respectfully submits that core deflection measured 
in Yamagishi cannot be converted in the manner suggested by the 
Examiner. Appellant respectfully submits that Yamagishi does not 
provide the specific details to even compare the deflection against 
Appellant's PGA range. Appellant respectfully submits that the 
correlation between the two would not be a linear relationship, as 
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suggested by the Examiner. In order to compare the two measurements, 
Yamagishi would have to disclose other factors for performing the 
measurement, such as, for example, preload, total load, and loading rate 
and/or speed at which the load is being applied. Appellant additionally 
respectfully submits that 100 kg (which converts to approximately 220 
pounds) is not "close enough" to 200 pounds since 220 pounds is 10% 
more than Appellant's load. Additionally, as previously stated, there is 
no linear relationship between the two tests. 

Yamagishi also discloses a golf ball wherein the outer cover layer 
has a higher specific gravity than the core and inner cover layer, and the 
ball has an inertia moment within a certain range. 

Appellant respectfully submits that one skilled in the art would 
not be motivated to modify the golf ball of Yamagishi in the manner 
suggested by the Examiner. Appellant respectfully submits that the 
burden is on the Examiner to provide a basis in fact and/or technical 
reason to reasonably support the determination mat the allegedly inherent 
or obvious characteristics necessarily flow from the teachings of the 
prior art. Inherency must be a necessary result and not merely a possible 
result. Appellant respectfully submits that the Examiner has failed to 
support the inherency determination with any facts or technical 
reasoning. The Examiner has no technical support or reasoning for the 
argument that the deflection of Yamagishi' s core can be converted to a 
compression and compared to that of Appellant's cores. 

The Examiner's cited reference neither teaches nor anticipates the 
golf ball of independent claims 38, 47 or 53. Claims 39 to 42, 44 to 46, 
48, 49 and 54 to 57, which are dependent or ultimately dependent from 
claims 38, 47 or 53 and recite additional features, are also not obvious in 
light of the Examiner's cited reference. 
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IX. CONCLUSION 

In view of the above, Appellant respectfully submits that claims 38 to 
42, 44 to 49 and 51 to 57 are not anticipated and are non-obvious and patentable 
over the cited reference. Accordingly, it is respectfully requested that the 
Examiner's rejection of claims 38 to 42, 44 to 49 and 51 to 57 be reversed. 



Respectfully submitted, 



MICHAEL J. SULLIVAN ET AL. 



Customer No. 24492 
Phone: (413) 322-2937 





The Top-Flite Golf Company 

A wholly-owned subsidiary of Callaway Golf Company 

Attorney for Appellant 
425 Meadow Street 
P.O. Box 901 

Chicopee.MA 01021-0901 
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APPENDIX A 

The claims standing on appeal are: 

38. A golf ball comprising: 

a solid core, wherein the core has a PGA compression of 55 or less; 

a cover comprising an inner cover layer and an outer cover layer, wherein the 
inner cover layer comprises an ionomer resin and the outer cover layer comprises a 
polyurethane and wherein outer cover layer has a Shore D hardness of about 58 or 
more; 

the ball having a PGA compression of 80 or less and a coefficient of restitution 
of at least 0.780. 

39. The ball according to claim 38, wherein the ball has a PGA compression of 70 or 
less. 

40. The ball according to claim 38, wherein the ball has a diameter of no more than 
1,70 inches. 

41 . The ball according to claim 38, wherein the ball has a coefficient of restitution of at 
least 0.790. 

42. The ball according to claim 38, wherein the ball has an outer cover hardness of 60 
or more. 

44. The ball according to claim 38, wherein the outer cover has a thickness of 0.01 to 
0.20 inches. 

45. The ball according to claim 38, wherein the outer cover has a thickness of 0.025 to 
0.15 inches. 
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46. A golf ball according to claim 38, wherein the ball has a mechanical impedance 
with a primary minimum value in the frequency range of 3100 Hz or less after the ball 
has been maintained at 21.1°C, 1 atm. and about 50% relative humidity for at least 15 
hours. 

47. A golf ball comprising: 

a solid polybutadiene core, wherein the core has a PGA compression of 55 or 

less; 

an outer polyurethane cover layer having a Shore D hardness of about 58 or 

more; 

the ball having a PGA compression of 80 or less and a coefficient of restitution 
of at least 0.780. 

48. The ball according to claim 47, wherein the ball has a coefficient of restitution of at 
least 0.790. 

49. The ball according to claim 47, wherein the ball has a mechanical impedance with a 
primary minimum value in the frequency range of 3100 Hz or less after the ball has 
been maintained at 21.1° C, 1 atm and about 50% relative humidity for at least 15 
hours. 

51. The ball according to claim 47, wherein the outer cover has a thickness of 0.01 to 
0.20 inches. 

52. The ball according to claim 47, wherein the outer cover has a thickness of 0.025 to 
0.15 inches. 
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53. A golf ball comprising: 

a solid polybutadiene core, wherein the core has a PGA compression of 55 or 

less* 

a cover comprising an inner cover layer and an outer cover layer, wherein the 
inner cover layer comprises an ionomer resin and the outer cover layer comprises a 
polyurethane and wherein outer cover layer has a Shore D hardness of about 58 or 
more; 

the ball having a PGA compression of 80 or less and a coefficient of restitution 
of at least 0.780. 

54. The ball according to claim 53, wherein the ball has a PGA compression of 70 or 
less. 

55. The ball according to claim 53, wherein the ball has a diameter of no more than 
L70 inches. 

56. The ball according to claim 53, wherein the ball has a coefficient of restitution of at 
least 0.790. 

57 A golf ball according to claim 53, wherein the ball has a mechanical impedance 
with a primary minimum value in the frequency range of 3100 Hz or less after the ball 
has been maintained at 21.1 0 C, 1 atm. and aboui 50% relative humidity for at least 15 

hours. 
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